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Opi nion by Quinn, Adm nistrative Tradenmark Judge:

An application was filed by Proteus S.A. to register
the mark PHENOM CS for “industrial enzyne research in the
chemical and agricultural fields.”?!

The Trademark Exam ning Attorney refused registration

under Section 2(e)(1) of the Trademark Act on the ground

! Application Serial No. 75/625,873, filed January 25, 1999,
alleging an intention to use the mark in conmerce and a cl ai m of
priority under Section 44(d) based on a French application.
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that applicant’s mark, if used in connection with
applicant’s services, would be nmerely descriptive of them
When the refusal was nade final, applicant appeal ed.
Applicant and the Exam ning Attorney filed briefs. An ora
heari ng was not request ed.
Applicant, while stating that “the term ‘ phenom cs’
may relate in sonme way to the field of nolecul ar
bi ot echnol ogy,” argues that its mark is just suggestive,
and that the Exam ning Attorney has not net her burden to
show that the mark is nmerely descriptive. Applicant
contends that there are numerous possible interpretations
of the term “phenom cs,” suggesting that the term nmeans

“that sonething is ‘phenonenal,’” or that the term“my be

a play on the word ‘fee’ such as ‘feenomcs.’” Applicant

al so points to the existence of a third-party registration
which initially was cited as a Section 2(d) bar to the

regi stration sought by applicant. Applicant asserts that
the registration of PHENOM CS for consultation and
information services in the fields of nedicine and genetics
shows that applicant’s mark shoul d be registered too.
Applicant is critical of the Exam ning Attorney’s evidence,
mai nt ai ni ng that none of the references to the term

“phenom cs” relates to industrial enzyne research in the

chem cal and agricultural fields. At best, applicant
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argues, the evidence “denonstrates that the term phenonics
may be descriptive of certain pharmaceuticals, analysis of
specific multiple proteins, and limted nedical uses.”
Lastly, applicant urges that any doubt be resolved in its
favor, thereby allow ng others in the industry an
opportunity to oppose the registration sought by applicant.
Appl i cant has submtted one of its brochures covering its
services. Applicant’s literature states that applicant “is
a contract research conpany for the biotech industry” with
research focus on “the discovery and the design of novel

i ndustrial enzynes” and “the design of rapid nucleic acid
anal ysi s techniques.” The literature identifies PHENOM CS
as applicant’s proprietary technol ogy for biodiversity
screeni ng.

The Exam ning Attorney maintains the record shows that
“phenom cs” is the nane for a new field of scientific study
i nvol vi ng phenotypes and whi ch conpl enents genonics, and
that the term has been used in reference to the study of
t he anatony and function of cells and whol e organisns. In

support of the refusal, the Exam ning Attorney submtted

dictionary definitions,? and articles retrieved fromthe

2 Pursuant to the Examining Attorney’s request to take judicia
notice, the new dictionary listings cited in her brief have been
consi dered. See: University of Notre Dame du Lac v. J.C
Cournet Food Inports Co., 213 USPQ 594 (TTAB 1982), aff’'d, 703
F.2d 1372, 217 USPQ 505 (Fed. G r. 1983).
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NEXI S dat abase and the Internet.

It is well settled that a termis considered to be
nmerely descriptive of services, within the neani ng of
Section 2(e)(1) of the Trademark Act, if it imedi ately
describes a quality, characteristic or feature thereof or
if it directly conveys information regarding the nature,
function, purpose or use of the services. In re Abcor
Devel opnent Corp., 588 F.2d 811, 200 USPQ 215, 217-18 (CCPA
1978). It is not necessary that a termdescribe all of the
properties or functions of the services in order for it to
be considered to be nerely descriptive thereof; rather, it
is sufficient if the termdescribes a significant attribute
or feature about them Mreover, whether a termis nerely
descriptive is determned not in the abstract but in
relation to the services for which registration is sought.
In re Bright-Crest, Ltd., 204 USPQ 591, 593 (TTAB 1979).

The term “phenotype” is defined as “the totality of
t he observabl e functional and structural characteristics of
an organi smas determ ned by interaction of the genotype of
the organismw th the environnent in which it exists; any
particul ar characteristic or set of characteristics of an
organi sm so determ ned; a group of organisnms exhibiting the
sanme set of such characteristics.” The term “phenone”

means “the whol e of the phenotypic characteristics of an
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organism” xford Dictionary of Biochem stry and Ml ecul ar

Bi ol ogy (revised ed. 2000). The Internet and NEXI S
dat abase evi dence reveal s wi despread use of the term
“phenom cs” in connection with an enmerging field of
scientific study. The follow ng are exanples of these
uses:

The study of the genotype—phenotype

rel ati onshi p, through the use of
genom ¢ data and anal ysis of

mul ti geneic functions in this manner,
constitutes a field of its own; one
whi ch may be call ed “phenom cs.”
Phenomics is expected to rise as a new
scientific endeavor, one that seeks to
anal yze, interpret, and predict the
genot ype- phenotype rel ationship from
genom ¢ data. Gven all the biol ogical
data and conputer power avail able

t oday, the devel opnent of phenom cs
seens inevitable...this nmethod can be
used for a broad range of scientific
interests, all related to the deepest
goal of understandi ng the genotype-
phenot ype rel ati onshi p.

(Areri can Chem cal Society and Anerican
Institute of Chem cal Engi neers, Apri
24, 1999)

Phenom cs will be based on the study of
integrated cellular systens and basic
physi cal —chem cal | aws.

(Gene Therapy Wekly, August 9, 1999)

Pl ant Devel opnent and Reproducti on
Tailoring Plants for a Changi ng
Envi r onment

The business unit Plant Devel opnent and
Reproduction brings together know how
fromthe fields of genetics, physiology
and gene engi neering to provide

i nnovative approaches to industry,
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agriculture and horticulture. Qur core
interests are:

Phenom cs (|l arge scal e phenotype

anal ysis). The devel opnent of new

hi gh-t hroughput technol ogies for the
functional analysis of genes enabling
rapi d nol ecul ar and physi ol ogi cal
assessnment of phenotypes.

(wwv. pl ant .. wag-ur.nl)

Par adi gm CGenetics is industrializing

t he process of gene function discovery
for four major sectors of the gl obal
econony: human heal th, nutrition, crop
production and industri al
products. .. Paradi gnis GeneFunction
Factory™is based on a state of the art
phenom cs platformintegrated with

nmet abolic profiling and gene expression
profiling technol ogies.

(www. ca. us. bi z. yahoo. com

Wel cone to the Evolution of the
Phenom cs Revol ution

Phenomics is a field of study borne
fromthe conpletion of the human genone
project to effect this end. Sinply
put, it is study of genom c information
to better understand the conplex

rel ati onshi p between genotype and
phenot ype.

(www. dnapri nt. com)

Based on the evidence of record, we find that the mark
is nerely descriptive of industrial enzynme research in the
chem cal and industrial fields that involves the study of
genot ype- phenotype rel ati onshi p. Al though applicant
contends that the descriptive neaning is confined to the
pharmaceuti cal and nedical fields, the Exam ning Attorney’s

evi dence shows that phenom cs has nuch broader
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applicability, including to the chem cal and agricul tural
fields. In any event, as pointed out by the Exam ning
Attorney, applicant’s recitation of services, which
i ncludes enzyne research in the chemcal field, is broad
enough to enconpass pharnmaceuti cal and nedicinal chem stry.
The existence of a single third-party registration for
t he mark PHENOM CS does not conpel a different result in
this case. In re Nett Designs Inc., 236 F.3d 1339, 57
USPQ2d 1564, 1566 (Fed. Cr. 2001) [“Even if sone prior
regi strations had sone characteristics simlar to
[applicant’s] application, the PTO s allowance of such
prior registrations does not bind the Board or this
court.”]. \While uniformtreatnment under the Trademark Act
is an adm nistrative goal, our task in this appeal is to
determ ne, based on the record before us, whether
applicant’s particular nmark sought to be registered here is
nmerely descriptive of the services recited in the
application. As is often stated, each case nust be deci ded
onits own nerits. See, e.g.: In re Best Software Inc.,
58 USP2d 1314 (TTAB 2001).

Decision: The refusal to register is affirned.



